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Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-4, 7-10, 13-15, 18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Clapp et al. (US PAT: 6,073,192, filed 2-5-1996, hereinafter Clapp) in 
view of Shibata et al. (JP07-254960, hereinafter Shibata). 

Regarding claim 1, Clapp discloses communication device for communicating in 
video and audio with other terminal device, comprising: an external connection interface 
(142, fig. 5) for connecting with an external processor (72, fig. 5), communication means 
(1 70, fig. 5) for exchanging information with the other terminal device as shown in fig. 7, 
control means (200, fig. 5) that operates in accordance through operation means and 
outputs video to be displayed to the video output means (76, fig. 5) in the first operation 
modes (this reads on conferencing using local monitor, col. 7 lines 17-29), and operates 
in accordance with the control commands from the external data processor (72, fig. 5; 
244, fig. 7) through the external connection interface (for example 250, fig. 7) and 
transfer video data to be displayed in the second operation mode, wherein in the 
second operation mode, the control commands are generated by an application 
program running in the external data processor (72, fig. 5; 244, fig. 7; col. 9 lines 33-48). 

Regarding claims 7, Clapp discloses a control method of a communication device 
for communicating in video and audio with other terminal device, the communication 
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device having a first operation mode (this reads on conferencing using local monitor, 
col. 7 lines 17-29), in which the communication device operates on the basis of an 
operation through its own communication means and a second operation mode in which 
the communication device operates under the control of an external data processor, the 
method comprising: a first operation step for operating the communication device in 
accordance with an operation through the operation means (200, fig. 5) with the 
operation mode when the first operation mode is set, a display output step for 
outputting video to be displayed to a video output device (76, fig. 5) provided in the 
communication device (col. 7 lines 17-29), a second operation step (this reads on 
displaying audio and video on computer monitor 74, fig. 5) for operating the 
communication device in accordance with control commands from the external data 
processor (72, fig. 5; 244, fig. 7) wherein second mode is set in the operating mode 
setting step, transfer step for transferring video data to be displayed to the external data 
processor, and wherein the second operation mode, the control commands are 
generated by an application program running in the external data processor (72, fig. 5; 
244, fig. 7, col. 9 lines 33-48; col. 16, line 51 - col. 17, line 32). 

Clapp differs from claims 1 , 7 in that he does not explicitly teach the following: 
mode setting means for setting a first operation mode for unassisted operation or a 
second operation mode for operation under control of external data processor, inhibition 
means for inhibiting change from the first operation mode to the second operation mode 
or change from the second operation mode to the first operation mode, while 
communicating with other device. 
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However, Shibata teaches the following: mode setting means for setting a first 
operation mode for unassisted operation or a second operation mode for operation 
under control of external data processor, inhibition means for inhibiting change from the 
first operation mode to the second operation mode or change from the second operation 
mode to the first operation mode, while communicating with other device (Drawing: 1 f 
abstract). 

Thus, it would have been obvious to one of ordinary skill in the art at the time 
invention was made to modify Clapp's system to provide for the following: mode setting 
means for setting a first operation mode for unassisted operation or a second operation 
mode for operation under control of external data processor, inhibition means for 
inhibiting change from the first operation mode to the second operation mode or change 
from the second operation mode to the first operation mode, while communicating with 
other device as this arrangement would provide means for setting mode of operation of 
the communication device to suite application needs of the user as taught by Shibata,. 
thus enhancing user convenience. 

Regarding claims 2-3, Clapp teaches communication device provides stand- 
alone video conferencing capability such that the communication device is automatically 
operating in the first operation mode after power is supplied (col. 7 lines 17-29 and col. 
16 lines 19-50), and the communication device is operating in the second operation 
mode in accordance with a control instruction with the external processor when the 
communication device is coupled with an external processor (col. 7 lines 30-49, col. 16 
lines 51-66). Thus, it recognizes the mode setting means set the first operation mode in 
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response to the connection state with the external processor changing to a substantially 
disconnected state. 

Regarding claim 4, Clapp teaches the communication device capable operating 
in accordance with a control signal from the external processor (col. 7 lines 30-35). 

Regarding claims 8-9, the limitations of claims are rejected for the same reasons 
as set forth in claims 2-3. 

Regarding claim 10, the limitations of the claim are rejected for the same reasons 
as set forth in claim 4. 

Regarding claim 18, the limitations of claims are rejected for the same reasons 
as set forth in claims 1 and 7. 

Regarding claim 13, Clapp teaches the following: in the first mode , control 
means makes a control such that video data to be displayed are output to the video 
output means (76, fig. 5) and the control means (200, fig. 5) executes predetermined 
operation in accordance with pieces of operation information from the operation means 
and pieces of operation information from the external data processor (col. 7 lines 18-29) 
and, in the second mode, the control means transfers video data to be displayed to the 
external data processor (72, fig. 5; 244, fig. 7) through the external connection interface 
(142, fig. 5; 250, fig. 7) to display the video data on a display device provided of the 
external data processor and receives control information based on operation to 
operation means provided for the external data processor through the external 
connection interface means and control it to operate in accordance with the control 
means (col. 7 lines 30-49; col. 9 lines 33-48; col. 17, line 62 - col. 18, line 26). 
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3. Claims 14-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Clapp in view of Shibata as applied to claims 1 and 7 above, and further in view of 
Chivers (US PAT: 4,376,973). 

The combination differs from claims 14-17 in that it does not explicitly teach the 
following: transition of the second operation mode to the first operation mode is made 
automatically when the application program is terminated during the operation of the 
external data processor in the second operation mode. However, it is old and 
notoriously well known in the art of a processor capable of switching from a first 
operation mode to a second operation mode when the execution program is completed 
in order to improve an operability of the processor by automatically switching from one 
operation mode to another operation mode when the program execution is completed, 
for example see Chivers (col. 1 lines 50-57). Thus, it would have been obvious to one of 
ordinary skill in the art at the time invention was made to modify the combination in 
having the transition of the second operation mode to the first operation mode is made 
automatically when the application program is terminated during the operation of the 
external data processor in the second operation mode, as per teaching of Chivers, in 
order to improve operability of the processor by automatically switching between 
different operation modes when the program is completed. 

4. Claims 5-6, 1 1-12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Clapp in view of Shibata as applied to claims 1 and 7 above, and further in view of 
Kato et al. (US PAT: 5898,894, hereinafter Kato). 
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Regarding claims 5-6, the combination teaches the following: communication 
device comprising a recording medium (col. 8 line 25 of '192); but it does not teach the 
following: recording management means for recording data to be recording in an 
external data processor when the recording medium has its space area less than a 
predetermined amount, and recording management information indicating that the data 
is recorded in the external processor on the recording medium, wherein the 
management means checks on the basis of the management information as to whether 
or not data to be reproduced exists in the recording medium when it exists in the 
recording medium and request the external data processor to transfer the data when it 
exists in the external data processor. 

However, Kato teaches a method to improve a storage capacity of a 
communication device, i.e., a facsimile device, connected with a computer comprising 
detecting means, i.e., management means, for checking the residual amount of storage 
capacity of a first storage in the communication device, selecting a second storage 
device in the computer for storing data when detecting means detecting that first 
storage space has space area less than a predetermined amount, and means for 
determining whether the data is stored in the first storage or the second storage in order 
to reproduce the data being stored in the second storage when it exists in the computer 
(col. 10, line 50 - col. 14, line 67) so that it recognizes the detecting means recording 
management information indicating that the data is recorded either in the 
communication device or the computer. 



Application/Control Number: 09/779,31 7 Page 8 

Art Unit: 2643 

Thus, it would have been obvious to one of ordinary skill in the art at the time 
invention was made to modify the combination in having the management means, as 
per teaching of Kato, as it improves the storage capacity of the communication device. 

Regarding claims 11-12, the limitations of the claims are rejected for the same 
reasons as set forth in claims 5-6. 



Response to Arguments 

5. Applicant's arguments with respect to claims 1-18 have been considered but are 
moot in view of the new ground(s) of rejection. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melur Ramakrishnaiah whose telephone number is 
(571 )272-8098. The examiner can normally be reached on 9 Hr schedule. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Curt Kuntz can be reached on (571) 272-7499. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). fl 
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